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Status 

^)M Responsive to connmunication(s) filed on 16 November 2006 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex paA/eQuay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 20-26 and 29-41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 21-23 and 29-39 is/are allowed. 

6) 13 Claim(s) 25 and 40 is/are rejected. 

7) [3 Claim(s) 20,24,26 and 41 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) H The drawing(s) filed on 19 December 2005 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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1 .□ Certified copies of the priority documents have been received. 
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Z.M Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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This action is in response to the communication filed on 1 1/16/2006. 
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DETAILED ACTION 



3 



Continued Examination Under 37 CFR 1.114 



4 



A request for continued examination under 37 CFR 1.114, including the fee set forth in 



5 37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 

6 eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 

7 has been timely paid, the finaUty of the previous Office action has been withdrawn pursuant to 

8 37 CFR 1.114. AppUcant's submission filed on 1 1/16/2006 has been entered. 
9 

10 

1 1 Claims 19-26 and 29-41 have been examined. Claims 1-18 and 27-28 have been 

12 cancelled. 

1 3 All objections and rejections not set forth below have been withdrawn. 

14 Claim Objections 

15 Claims 20 and 24 are objected to because of the following informalities: Claim 20 

16 contains a *)' in line 11 which should be removed. Appropriate correction is required. 
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1 Claim Rejections -35 use §101 

2 35 U.S.C. 101 reads as follows: 

3 Whoever invents or discovers any new and useilil process, machine, manufacture, or composition of matter, or 

4 any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 

5 requirements of this title. 

6 

7 Claims 25, and 40 are rejected under 35 U.S.C. 101 because the claimed invention is 

8 directed to non-statutory subject matter, 

9 Regarding claims 25, and 40, a method which merely manipulates data is claimed. 

10 A claim that requires one or more acts to be performed defiries a process. 

1 1 However, not all processes are statutory under 35 U.S.C, 101. Schrader, 22 F.3d 

12 at 296, 30 USPQ2d at 1460. To be statutory, a claimed computer-related process 

1 3 must either: (A) result in a physical transfonvation outside the computer for which 

14 a practical application in the technological arts is either disclosed in the 

1 5 specification or would have been known to a skilled artisan (discussed in i) 

16 below), or (B) be limited to a practical application within the technological arts 

17 (discussed in ii) below). See Diamond v. Diehr, 450 U.S. at 183-84, 209 USPQ at 

18 6 (quoting Cochrane v. Deener, 94 U.S. 780, 787-88 (1877)) ("A [statutory] 

1 9 process is a mode of treatment of certain materials to produce a given result. It is 

20 an act, or a series of acts, performed upon the subject-matter to be transformed 

2 1 and reduced to a different state or thing. . . . The process requires that certain 

22 things should be done with certain substances, and In a certain order; but the 

23 tools to be used in doing this may be of secondary consequence. "). See also 

24 Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting Diamond v. Diehr, 

25 450 U.S. at 192, 209 USPQ at 10). See also id. at 1569, 31 USPQ2d at 1578-79 

26 (Newman, J., concurring) ("unpatentability of the principle does not defeat 
21 patentability of its practical applications") (citing O'Reilly v. Morse, 56 U. S. 

28 (15 How.) at 1 14-19). If a physical transformation occurs outside the computer, a 

29 disclosure that permits a skilled artisan to practice the claimed invention, i.e., to 

30 put it to a practical use, is sufficient. On the other hand, it is necessary for the 

3 1 claimed invention taken as a whole to produce a practical application if there is 

32 only a transformation of signals or data inside a computer or if a process merely 
3 3 manipulates concepts or converts one set of numbers into another. 

34 See MPEP§ 2106.2(b) 

35 Although the claim does recite using the private values in an authentication or signature 

36 method, the claim provides no details as to how the private values are used. Therefore, the 

37 claims recite only data transformation inside a computer. As such, claim 19 fails to meet the 

3 8 statutory requirements of 3 5 USC 101. 
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1 Allowable Subject Matter 

2 Claims 21-23, and 29-39 are allowed. 

3 Claims 26 and 41 are objected to as being dependent upon a rejected base claim, but 

4 would be allowable if rewritten in independent form including all of the limitations of the base 

5 claim and any intervening claims. 

6 The following is an examiner's statement of reasons for indicating allowable subject 

7 matter: The reasons for indicating allowable subject matter are the same as those provided in the 

8 office action dated 5/3/2005. 

9 Conclusion 

10 Claims 25 and 40 are rejected, claims 20, 24, 26 and 41 are objected, and claims 21-23, 

1 1 and 29-39 are allowable over the prior art. 

12 Any inquiry concerning this communication or earlier communications from the 

13 examiner should be directed to Matthew T. Henning whose telephone number is (571) 272-3790. 

14 The examiner can normally be reached on M-F 8-4. 

15 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

16 supervisor, Ayaz Sheikh can be reached on (571) 272-3795. The fax phone number for the 

17 organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 



2 Application Information Retrieval (PAIR) system. Status information for published applications 

3 may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

4 applications is available through Private PAIR only. For more information about the PAIR 

5 system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

6 system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you M^ould 

7 like assistance from a USPTO Customer Service Representative or access to the automated 

8 information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
9 

10 
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